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DETAILED ACTION 



1 . In view of the amendment filed November 1 0, 2009, new claims 1 4-20 have been 
added. Claims 1-20 are pending. The examiner acknowledges the English machine 
translation for Bruck et al. (DE 3501 697) filed in the IDS of November 10, 2009. The 
examiner also have included the manually translated English translation for Bruck et al. 
(DE 3501 697) by the PTO staff of the translation department. 

2. In view of the argument filed November 1 0, 2009, the rejection of claim 1 3 under 
35 U.S.C. 112, first paragraph, is withdrawn. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 14 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 14 (line 1), claim 19 (line 1-2), the recitations "antidegradant comprises a 
wax" is considered new matter since the originally filed specification fail to support that 
the claimed antidegradant comprises a wax is part of the originally filed invention. 
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5. Claim 16 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

In light of MPEP 2173.05(i), any claim containing a negative limitation which does 
not have basis in the original disclosure should be rejected under 35 U.S.C. 112, first 
paragraph as failing to comply with the written description requirement. Since 
applicants' original disclosure does not have any basis for the negative limitation 
"exclusive of an alkali metal salt of an alkylsulphonic or alkylsulphuric acie" as claimed 
in claim 16, the rejection set forth under 35 U.S.C. 112, first paragraph is proper. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-3, 11-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 (line 6), claim 18 (line 2), claim 20 (line 1), the recitation "antidegradants" 
is considered indefinite. What is it or what types of materials are considered 
antidegradants? 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 1-7,11-12 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Brucketal. (DE 3501 697). 

1 . (Currently Amended) A rubber composition comprising 

a. an elastomer selected from the group consisting of natural rubber, polyisoprene 
rubber, styrene butadiene rubber, polybutadiene rubber, butyl rubber, halobuiyl rubber, 
ethylene propylene rubber, crosslinked polyethylene rubber, neoprenes, chlorinated 
polyethylene rubbers, silicone rubbers, thermoplastic rubber and mixtures thereof^ 

k. \ ie_or m ii i t idcei 1 mi ; h i 

fere. surfactant containing a thio functionality. 



4. (Previously Presented) An elastomer based rubber composition comprising per 100 parts 
of elastomer, about 0.02-10 parts of a surfactant containing a thio functionality. 



5. (Currently Amended) An elastomer b 


ased rubber composition comprising per 100 parts 


of elastomer, about 0.02-10 parts of an a thio 


;ther surfactant. 



Bruck et al. disclose a rubber composition which comprises (A)100 parts by 
weight of a mixture of butadiene-acrylonitrile copolymer with different acrylonitrile 
content and a terpolymer of ethylene, propylene, and a diene (ethylidenenorbornene or 
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hexa-1 ,4-diene) and (B)1 0 parts by weight of a ether-thioether such as Vulkanol 85® as 
described in example 1 . Applicants' specification seems to indicate that the claimed 
chemical structure (page 5, line 25-30) is the preferable embodiment, which can be 
obtained from Bayer Corporation. 
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Regarding the "functional groups" feature of claim 1 1 , applicants must recognize 
that the nitrile group of butadiene-acrylonitrile copolymer possess a nitrile functional 
group. 

Regarding the "reinforcing filler" of claim 12, Bruck et al. (page 6, line 13) clearly 
disclose 5 weight percent of ZnO. 

The obtained co-vulcanizates are suitable as pipe coverings, conveyor belt 
coverings, or drive belts (p. 5, 1 .4-5). They show a good resistance to ozone (p.3, 1 .6 ; 
p. 5, 1.2 : p. 10, 1.6). Consequently, the subject-matter of claims 1-7, 11-12 is 
anticipated. 

Applicant's arguments filed November 10, 2009 have been fully considered but 
they are not persuasive. Applicants argue that Bruck et al. (page 6, Table) may not 
teach Vulkanol 85 because the footnote may indicate that a precursor for Vulkanol 85 is 
used. However, the examiner disagrees because whether Vulkanol 85 or its precursor is 
used, Vulkanol 85 has been taught. Therefore, the examiner has a reasonable basis to 
maintain the rejection set forth. Further, according to an online German-English 
Dictionary, "verwendet" means "to use" or "to employ". Therefore, it is unclear on what 
evidence that applicants are relying on to believe the notion of "precursor", since 
nowhere in the table indicate, mention, or link to the word "precursor". Therefore, 
applicants' argument is not persuasive or supported. Applicants must recognize that the 
claimed invention is a composition, not a process, since Bruk et al. teach the 
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composition as claimed, the rationale and the evidence set forth for the rejection are 
adequate. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 8-10, 12-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
overBataille etal. (US 2001/0051677) in view of Bruck et al. (DE 3501 697). 

8. (Previously Presented) A vulcanized tire sidewall comprising based on 100 part of 
elastomer about 0.02-10 parts of a surfactant containing athio functionality. 



9. (Previously Presented) A tire comprising a vulcanized sidewall component comprising a 
surfactant containing a thio functionality. 
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1 0. (Original) A method of forming a film on the exposed surface of vulcanized rubber, 
comprising; 

adding about 0.02-1 0 parts of a surfactant containing a thio functionality to a rubber 
composition, 

curing said rubber composition, 

exposing the cured rubber composition to ozone. 



Bataille et al. (page 7, claims 38-39) disclose a tire and the process for making 
the same, where the side walls of which comprise a vulcanized elastomer, and 
alkylsuphonic or alkylsulphuric acid (surfactant containing a thio functionality), in an 
amount of between 0.5 and 10 phr. Bataille et al. (page 2, 0027, Table) clearly teach the 
use of 1 ,5 phr of sulfur, 35 phr of natural rubber, and 60 phr of carbon black (fillers). The 
said process involves the exposing the tire side wall to ambient air having an ozone 
concentration (for curing) to form a film having a thickness of equal to or greater than 
0.5 microns formed on the outer face of the sidewalk Regarding the claimed 
"antidegradant comprising wax", Bataille et al. (page 1 , 0004) disclose the advantage of 
incorporating waxes into the disclosed composition as a protective coating on the 
surface. Therefore, motivated by the expectation of success of forming a protective 
coating on the disclosed composition, it would have been obvious to one of ordinary skill 
in art to incorporate a wax (or antidegradant) into the composition of Bataille et al. to 
obtain the antidegradant or wax being claimed. Although Bataille et al. (page 1 , 0006) 
teach that the surface migration of waxes can make the surface dull and gray or even 
whitish, one of ordinary skill in art recognize and appreciate the value of a protective 
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coating on the surface over the surface appearance when the surface appearance is not 
required or desired. 

The difference between Bataille et al. and claims 8-10, 12-20 is that Bataille et al. 
are silent on a thio compound. 

Bruck et al. discloses a rubber composition which comprises (A) a rubber and (B) 
a ether-thioether such as Vulkano185® (example 1). The obtained co-vulcanizates, 
suitable as pipe coverings, conveyor belt coverings, or drive belts (p. 5, 1 .4-5), show a 
good resistance to ozone (page 3, 1 .6; page 5, 1 .2; page 10, 1 .6). Motivated by the 
expectation developing rubber composition with ozone resistance properties, it would 
have been obvious to the skilled in the art to incorporate the ether-thioether teachings of 
Bruck et al. into the rubber composition of Bataille et al. to obtain the invention of claims 
8-10, 12-20. 

Applicant's arguments filed November 10, 2009 have been fully considered but 
they are not persuasive. Applicants argue that Bruck et al. fail to teach what Vulkanol 85 
is used for, when it was used, and in what amount. However, the examiner disagrees. 
Regarding applicants' argument on what Vulkanol 85 is used for and when it was used, 
applicants fail to recognize that the claims as written do not support such argument 
since the claims as written fail to require "on what Vulkanol 85 is used for and when it 
was used". Regarding applicants' argument that Bruck et al. fail to teach the amount 
being claimed, Bruck et al. (page 6, table) clearly teach that 10 parts are used. 
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Regarding the English translation for DE3501697, applicants must recognize that 
the reference is listed in applicants' filed PCT report filed February 10, 2006. Applicants 
should have submitted an IDS form including the references cited in the PCT report 
timely, along with the English translation when needed. 



Application/Control Number: 10/567,986 Page 1 1 

Art Unit: 1796 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM K. CHEUNG whose telephone number is 
(571)272-1097. The examiner can normally be reached on Monday-Friday 9:00AM to 
2:00PM; 4:00PM to 8:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David WU can be reached on (571) 272-1114. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/William K Cheung/ 

Primary Examiner, Art Unit 1796 

William K. Cheung, Ph. D. 
Primary Examiner 
December 10, 2009 



